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The Internet has changed the way we do business and has also expanded  
opportunities for trademark and copyright infringement. As the world grows 
smaller, international efforts to protect trademark and copyright owners, and to 
simplify intellectual property transactions, have increased. How is the law responding 
to the demands of  the digital age? We’ve invited five noted practitioners to help 
us dissect some of  the trademark and copyright issues of  critical importance 
to general counsel. Joining us are Glenn Cunningham, partner in Shipman & 
Goodwin LLP in Hartford; Marina Cunningham, partner in McCormick, Paulding 
& Huber LLP in Hartford; Curt Krechevsky, partner in Cantor Colburn LLP in 
Hartford; Merton Thompson, partner in Burns & Levinson LLP in Boston; 
and Cynthia Johnson Walden, principal in Fish & Richardson PC in Boston.
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I t’s really 
a new spin 
on an old 
problem … 
but there are 
a lot more 
ways to 
manipulate 
this system to 
intercept your 
competitors’ 
customers. 

MODERATOR: Let’s begin by taking a look at the issue of using competitors’
trademarks as search-engine keywords — which Google calls AdWords — and
whether this constitutes trademark infringement.

WALDEN:You can sign up with Google or Yahoo or another search engine and
purchase a keyword, a word that drives traffic to your Web site.You can purchase your
competitor’s trademark as a keyword.The question is whether this constitutes trade-
mark infringement under the Lanham Act, which governs trademarks. The courts
have applied a two-step analysis: (1) whether the purchase and use of a keyword con-
stitutes “use in commerce” and (2) whether the use of a keyword results in likelihood
of confusion. Currently the courts are split on whether the purchase and use of a
keyword constitutes use in commerce, and no court has yet found that it is likely to
lead to confusion, although I think this is possible under an “initial interest confu-
sion” theory. However, the more people become familiar with how Internet search-
ing works, the more difficult it may be to make the likelihood-of-confusion argu-
ment successfully because people will know that you can buy a competitor’s mark as
a keyword.

KRECHEVSKY:A company can be concerned about the use Cindy was describ-
ing, where search engines make trademarks of the general counsel’s company available
for purchase by their competitors.A company can also be an advertiser and interest-
ed in having its ads appear when people are searching for their competitors. It is always
important to think about it from both sides because most companies, of course,
engage in advertising and marketing in addition to owning trademarks.

G. CUNNINGHAM: You can see why this can be such an annoying issue.
When you are the general counsel, your clients are your businesspeople out in
the field. They come to you and say, “Our direct competitor is out there using
our trademark, on which we spent so much money, time and effort in building
goodwill; they purchased it on Google or Yahoo and they’re driving traffic to
their sites and their products. Do something.”And we look at the state of the law
and it’s, “Well, there may be something you can do, but right now it’s pretty
unsettled.”

THOMPSON: It’s also important to know that you can manage this yourself
to a large extent by getting your search-engine positioning strategy established
and spending a little bit of money to promote your company by purchasing the
keywords that relate to your own products — and that will suppress all the bad
guys.

KRECHEVSKY: One of the first things a general counsel can do is simply
type in their brand name and see what comes up on all of the popular search
engines.They might be surprised — pleasantly or unpleasantly — at the ads that
are triggered.

M. CUNNINGHAM: Sometimes trademark owners search for their trademarks
on search engines such as Google and Yahoo and their competitors’ sites come up
before their own sites.The trademark owners then really need to investigate further
to ensure that their trademarks are not infringed.

MODERATOR: Are we trying to fit new problems into an old statute?

M. CUNNINGHAM: That is why there is such a split in the courts.

THOMPSON: It’s really a new spin on an old problem. There’s
nothing that stops your competitor from buying a billboard right out-

side your store and advertising their own wares. That’s basically what’s
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going on here, but there are a lot more ways to manipulate this system to intercept your
competitors’ customers.

G. CUNNINGHAM: Google and Yahoo phrase the issue as one of product placement:
“This is no different than going to the supermarket and seeing product X, your competitor, on
the shelf next to your product Y. The fact that we’re doing that digitally — what’s the big deal?”
The problem is that there is a use.Whether it’s use in the Lanham Act sense or not, there is a
use of a trademark that leaves you feeling uncomfortable and that there must be a remedy.

KRECHEVSKY: There have been some misguided attempts by states to police the pur-
chasing of trademarks as triggers for advertisements. Under a recent law enacted in Utah, if you
own a Utah state registration for your mark, you can convert it into an “electronic registration
mark,” and any Web site that is accessible within Utah is not allowed to sell that mark as a key-
word trigger for advertisements.The commentary on this law has been almost unanimous that
this is an undue burden on interstate commerce and is almost certain to be held unconstitu-
tional — a point of view with which I agree. But it does show the level of controversy and the
fact that some states are trying to do better by the trademark owners within their borders.

WALDEN: The distinction that I see with the billboard analogy is that with keywords
you are literally buying someone else’s trademark for the specific purpose of trading on the
goodwill associated with it. But is that actionable under the Lanham Act? Not necessarily.The
question is, should it be? Do we need to modify the Lanham Act to address this unique situ-
ation, or is the use of trademarks as keywords simply fair game in a world where consumers
are increasingly savvy about Internet search engines?

M. CUNNINGHAM: The bottom line is that a competitor is using somebody else’s
mark to direct traffic to its own site. Even if the competitor does not use someone else’s mark
on its own Web site, the competitor is still benefiting from using someone else’s mark in
AdWords.

KRECHEVSKY: Those in favor of this practice point out that we would not benefit from
the enormous power of a search engine like Google or Yahoo but for their ability to monetize
all of the information that they make available. So there are two sides to this, and it’s going to
be some time before it gets settled.

M. CUNNINGHAM: We advise our clients to take advantage of whatever the state of the
law is right now.

WALDEN: There are about a dozen federal district court cases out there in various stages
of progress on this issue. I think everyone is waiting for a decision, based on a survey that proves
the likelihood of confusion, that actually gets to the merits of the issue.

G. CUNNINGHAM: Cindy raises a good point. If you are the general counsel and your
clients are saying, “You need to do something about this,” from a strategic standpoint you are
going to have to sit back and look at what’s really going on out there in the marketplace: How
big an issue is this for us? Do we do a survey and find out from the consumer perspective
whether there’s an issue?

THOMPSON: The good news is that if there’s a really egregious misuse of the trademark,
the Yahoos and Googles of the world are very responsible.

WALDEN: That’s right.

THOMPSON: They will take the advertisement down if there is a valid complaint.

WALDEN: The flip side is that marketing folks want to take advantage of this use:
“Everyone else is doing it. Our competitors are doing it, so why can’t we? We’re losing out on




