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Patent Practice:

a Shifting

Landscape
Patent practice these days is all about belt-tightening, changing attitudes, and teamwork.
We’ve asked five noted practitioners to guide us through this new territory, and they say
they see hard times and a changing legal landscape as opportunities for creative lawyering.
Our panelists are John Cotter, partner at K&L Gates in Boston; Marina Cunningham,
partner at McCormick, Paulding & Huber in Hartford; Thomas Menard, partner at Alix,
Yale & Ristas in Hartford; Brian Moriarty, principal at Hamilton Brook Smith & Reynolds
in Concord, MA; and Charles O’Brien, partner at Cantor Colburn in Hartford. This
roundtable was moderated by freelance reporter Anne Dorfman, reported by Robert
Miller of Niziankiewicz & Miller, and photographed by Gary Lewis.

MODERATOR: How is the practice of patent prosecution — the process of obtaining patents —
changing as clients feel the financial pinch?

We have to be
more careful about
how we prosecute
each case.There is
a huge turnover
in examiners, and
in my opinion
the quality of
examinations is not
what it should be;
therefore we tend
to prosecute for
a longer period
of time.
— Marina Cunningham
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CUNNINGHAM: Recent court decisions have affected the landscape in patent prosecution. KSR
v. Teleflex and In re Bilski are probably the two biggest. Patent prosecution has gotten more expensive in
recent years, partly because KSR changed the standard for obviousness and so requires more back and
forth with the Patent and Trademark Office. The backlog and lack of training for the examiner corps at
the PTO also add to the cost of prosecution. There is a huge turnover in examiners, and in my opinion
the quality of examinations is not what it should be; therefore we tend to prosecute for a longer period of
time. We spend time and money responding to Office Actions which do not truly address the merits of an
application.Yes, we can respond — but it is clients’ money we are spending.
MORIARTY: Clients are reprioritizing patent documents, deciding which are most important to
prosecute, and cutting back on the ones that are marginal. Patents that were prosecuted a year ago may
not be prosecuted this year.This is no longer a luxury or a smart business decision — it’s the only business
decision.
O’BRIEN: KSR made it much easier to challenge patents. Not only is KSR used in litigation to support allegations that a patent is invalid, but we are also seeing an increase in re-examinations based on KSR.
A re-examination allows a third party to request that the Patent Office reopen the prosecution of a patent
if prior art cited by the third party raises a substantial new question of patentability. Given KSR, coupled
with the fact that the re-examination process is generally much less expensive than litigation, the fact that
the burden of proof required to invalidate a patent is lower in a re-examination compared with litigation,
and the fact that a determination is usually faster than a judgment in litigation, filing re-examinations has
become a useful tool for third parties, including defendants in patent infringement actions. This is especially true where a defendant may be able to obtain a stay of the litigation pending the re-examination. In
short, KSR has had an effect across the board.
MODERATOR: What can you and your clients do to minimize costs in this period of belttightening?
CUNNINGHAM: We have to be more careful about how we prosecute each case. Sometimes, if we
see that an examiner has completely missed the boat or does not understand the technology or the prior
art, we call them to try to reason with them and advance the prosecution. If we cannot resolve the issues
over the phone, we may file a continuation application and attempt one more set of arguments on paper.
If we then do not see the case being advanced, we will appeal — probably sooner rather than later if we
are not getting anywhere with the examiner.
MENARD: In the current climate at the Patent Office, it is important to start a dialogue with the
examiner early in the prosecution.We can frequently advance the case by discussing the claims and a
rejection with the examiner. We also draft the disclosure and claims more specifically than we might
have in the past, with the focus being on the client’s products or services. The resulting patent claim
language is likely to be somewhat narrower than it would have been in the past, and recent trends in
the courts ensure that patent claims will be interpreted more narrowly in most cases.
O’BRIEN: What’s been helpful on more than one occasion in prosecuting patent applications is
to go down to the PTO, sit down face-to-face with the examiner to explain the invention — sometimes bringing experts and the inventors themselves — and build a rapport with the examiner.This is
a different approach than just an exchange of Office Actions, rejections, and responses. The examiners
start to better understand the invention and its nuances and differences from the prior art, which is
helpful in addressing any KSR obviousness issues.
MODERATOR: In re Bilski makes it more difficult to get certain types of patents. The Supreme Court has granted cert, and the case will be heard next year. Who
has a crystal ball?
COTTER: I don’t know what’s going to happen, but I do have a feeling that
in Bilski, in trying to correct a problem, or what some perceive as a problem, the
Federal Circuit took a step backward. I don’t know if they really solved the problems with software patents and business method patents in a direct way.The court

addressed the Bilski issue in terms of whether or not you have patentable subject matter. I think the
bigger problem with the area of concern is whether or not an invention would have been obvious at
the time of invention.
MORIARTY: Bilski is directed to the standard of patentability and KSR is essentially directed to the
scope of patents.
MODERATOR: What types of patents will be affected if the Supreme Court narrows the range of
patentable subject matter?
CUNNINGHAM: Bilski basically overrules State Street v. Signature Financial, which allowed business
method patents back in the ‘90s.
COTTER: Business method patents being, for example, how to set up a commodities trade or compare figures in a financial transaction. In my view, the Federal Circuit basically just affirmed what we had
known since law school: if a process is new, useful, and nonobvious, it is a patentable invention. There are
some limits on this, but this is the basic idea. State Street confirmed that patenting such processes is possible;
after State Street there was recognition in the courts that you could patent things that weren’t necessarily
chemical mixtures or pharmaceutical formulations, or that weren’t machines in the traditional sense.That
led to concern, well placed or not, about the business method patents that resulted. The pure legal issue
would be more correctly directed to patentability in terms of prior art, rather than whether the business
methods themselves are generally patentable subject matter.
O’BRIEN: But Bilski went beyond business methods. For example, many software patents and drug
delivery patents may be invalid under Bilski in its current form, because while the inventions claimed in
those patents may be novel, they may not be tied to a machine or transform anything.This appears to be an
artificial standard. Let’s take a firewall as an example. A firewall can take the form of hardware or software.
If a patent covers a novel firewall as hardware, it should not be an issue under Bilski because it is tied to a
machine. If I want to patent that same novel firewall in the form of software, however, I may have an issue
under Bilski. This seems inconsistent.
MORIARTY: Bilski is not focused on novelty, it’s focused on patentability.
O’BRIEN: However, the Supreme Court may decide that, although the machine-transformation test
can be used to determine patentability, it is not the sole test.The question is, where do we draw the line in determining which inventions pass the first hurdle of being deemed patentable? By taking such a narrow view
of which inventions pass that hurdle, Bilski will prevent many patent applications containing novel inventions
from issuing into a patent. What I am suggesting is a move away from such a rigid test for patentability,
thereby broadening what is patentable, and then focusing on whether the invention is novel.
MENARD: You’re right. Certainly Bilski is a useful exercise in line drawing. There are still
acceptable formats for claiming software, so I don’t think Bilski makes it impossible to obtain
patent protection for software-related inventions.
MODERATOR: What will companies do if they can no longer get business method
patents?
MORIARTY: Even if you assume the Supreme Court affirms Bilski, this will still not render the
vast majority of business method patents invalid or unpatentable. Indeed, it will only affect marginal
business method patents, and thus 90 percent of business method patents would likely be
patentable and enforceable even after Bilski.
CUNNINGHAM: Again, it is going to affect the cost of obtaining a patent,
because we would get more rejections where we had rarely or never seen them before.
We would have to argue why our inventions are patentable and
why they are not covered by Bilski. There is not going to be
quite as much quid pro quo, because inventors
will be reluctant to disclose inventions if they
cannot obtain exclusivity, and will maintain
the inventions as trade secrets.
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COTTER: You still have all the patents that have already issued. Creative clients can do lots of things
with applications that are pending or haven’t been filed yet, but with those that have issued there is not as
much room for creativity, and some will be invalidated.

If the client’s
product is seen
by the consumer
or by the public,
we encourage the
client to add some

MORIARTY: To go back to KSR, which was decided two years ago, what I am seeing now is a
real rise in obviousness defenses to attack patents. Defendants are now emboldened to say, “Oh, your
patent is invalid,” so every person or company accused of infringement now feels they have a greater
chance to knock out the patent. Whatever the result in Bilski, as with all significant patent rulings there
will be a period of adjustment, with more litigants trying to apply the Bilski standard to their perceived
advantage.
COTTER: It may increase litigation in the short term, but various changes in the law, including
KSR, the eBay v. MercExchange decision on injunctions, and Bilski — however that ultimately turns out —
depress the value of patents, and depress the amount of litigation and licensing revenue that’s generated.
MORIARTY: I don’t agree that a decision in Bilski will diminish the value of patents. I think we are
talking about getting rid of the marginal patents, including marginal business method patents, so that the
core patents that remain will be all the more valuable because they will be perceived as being stronger.

design touches and
then file for design
patent protection.
— Thomas Menard
Alix, Yale & Ristas

MENARD: I tend to agree that recent court decisions have reduced the value of many patents. We
see an opportunity to encourage clients to look at the other forms of intellectual property — trademark,
trade secret, and patents directed to hardware. If the IP is firmware running on a chip, can you protect it by
encoding the firmware, by copyright, or by using a chip that prevents reading the firmware off the chip?
There are strategies for protecting IP that aren’t dependent on utility patents. For example, if the client’s
product is seen by the consumer or by the public, we encourage the client to add some design touches and
then file for design patent protection for the product’s appearance. Obtaining utility patents with broad
scope may be more difficult, but there are other opportunities. The question to explore with the client is,
Where are there opportunities to employ other forms of IP to enhance and protect the client’s presence
in the marketplace?
MODERATOR: What else are you encouraging clients to do in terms of managing IP in this shifting landscape?
CUNNINGHAM: Clients need to prioritize, whether it is patent litigation or prosecution. They have to pick their battles, determine what they can and cannot afford, and
be realistic. They need to understand the costs of litigation and of prosecution. For
example, in the past clients tended to file a U.S. patent and then file it worldwide. I
have always advocated that if you do not need international patent protection, do
not get international patent protection. Foreign patent protection is outrageously
expensive. Recently, clients have been looking at foreign filing expenses and beginning to be more choosy.
MODERATOR: So you’re seeing changes in client attitudes?
CUNNINGHAM: Yes. We have always encouraged a practical approach to patent
filing, but clients did not always heed our advice. I think they are now more receptive to
listening and tend to make decisions based on the advice they get.
COTTER: They have to understand their own portfolios, with the help of
outside counsel if necessary. There is nothing like a client that understands its
own IP portfolio and its own technology. I know they all believe they
do, but the best results come with clients who roll up their sleeves in
house, look at their patent claims, and think about how the claims apply to the business — as opposed to simply going with, “R & D came
up with this idea. Let’s go patent it.” Is the technology important
to the business? If so, think about how you are going to protect it.
If not by patent, can you keep it as a trade secret? If the technology lies in computer code, is the best move to register copyrights?
A copyright registration is a nice hammer to have if someone is
knocking off your code, but it’s not uncommon for a client that

makes machines or instruments with code in them to consider itself something other than a software
company and therefore ignore copyright protection for its code. Registration is short money and can
be a very effective tool.
MENARD: The costs of international patent prosecution and maintenance are significant, so you
want to treat them as strategic business expenses. We encourage our clients to seek protection in their
primary markets, or what they anticipate their primary markets will be, and not to worry about marginal
markets. If the goal is patent protection in three or more European countries, filing a regional application
with the European Patent Office can be cost effective.
O’BRIEN: Another thing we have looked at with our clients is how they incentivize invention disclosures. As the people in R & D come up with different concepts, they generally prepare descriptions
known as invention disclosures in order to communicate them to counsel. In the past, companies have
provided compensation for X number of disclosures. Obviously, human nature being what it is, you’re
going to get a lot of invention disclosures this way. Sheer volume of invention disclosures most likely
does not have much benefit to the client. You may see more quality when you incentivize beneficial
invention disclosures rather than the number of disclosures.
MENARD: We encourage clients to develop a set of criteria for vetting inventions. For example, is
this feature really going to make a difference in the marketplace? Is it something the customer will notice
or that will set the product apart? If the answer is no, that is one factor against making an investment in
patent protection. The fast pace of technological change is also a factor. It is going to take two or three
years to get a patent, and if the concept is likely to be superseded by new technology within that time, it’s
probably a poor candidate for a patent application. The client’s limited resources should be directed to IP
that is going to help its products or services stand out in the marketplace in ways that will stand the test
of time.
MORIARTY: We are seeing something of a trend of clients coming back to boutique firms. Because
boutique patent litigation firms have more expertise than large firms in patent matters, and can work more
closely with clients and focus on the issues, they can achieve litigation results more cost effectively. I am
also now seeing more often (but certainly not always) that a mutual decision seems to be made to focus on

the merits and try to resolve the litigation rather than running amok with crazy discovery motions. This
is somewhat akin to the European model of resolving patent disputes.
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COTTER: I don’t see it as a question of boutique versus big firm, or even regional or national
firm versus smaller firm. I see it as a question of whether lawyer and client are working together.
You see lawyers go from big firms to small firms and small firms to big firms, and the clients go with
them. It is important to have the right number of people on staff to handle a given case, but the key
is to staff the right number of people. Every case does not require the staff that a large firm can put
on it, but a large firm can staff a case the right size if it works closely with the in-house lawyers and
business people.You’ve got to scale the case to the actual work involved. That’s where you save your
money. The key is spending the right number of hours; it’s not so much about one firm’s rates versus
another’s.
CUNNINGHAM: Absolutely. Every case should be staffed properly and efficiently. Every application
should be handled by an attorney with the proper technical background. If there is a mismatch between
the technology and the attorney’s background, yes, the attorney can handle it — but it is not done efficiently and is therefore done more expensively. Also, we do not always encourage clients to spend the
money up front to file a regular application. We tend to file a number of provisional applications, which
are often less expensive, especially if the technology is moving quickly, and the client is innovative and
continues to add inventive features. By filing a provisional, the client can later reevaluate whether it really
is as great an idea as they originally thought, and whether they really want to spend the money on the
application or just let it go.
MORIARTY: I do think boutiques are back. John may disagree, but…
COTTER: I don’t think they ever went away.
MORIARTY: Other people did. I think small, efficient, and closely managed litigation teams are one
of the things that boutiques offer over the mega-firm model in terms of cost effectiveness. On a second
point, one of the best ways to really flesh out a client’s priorities is to form a company patent committee.
Outside counsel sits down regularly with inside patent counsel and the business people, listens to company
employees pitch ideas for possible new patents, and helps vet ideas as soon as they arise. The committee
decide collectively how they will prioritize their IP. This gives outside counsel the clear instructions they
need to get the most out of the client’s IP dollar.
O’BRIEN: We have done that with several clients. For example, we meet with a particular client at their facility on a monthly basis. Over the years we have gained invaluable
institutional knowledge of their business and technology, which translates not only into
higher quality and more efficient patent prosecution, but also enhances all aspects of the
services that we provide to the client, including litigation and transactional work. When
you understand the nuances of your client’s technology and business, you become an
integral member of that company’s IP team, which provides a strong relationship with
your client.
COTTER: It forces the outside lawyer and the client to zero in on what they really
should be doing.
CUNNINGHAM: It is also cost effective. If you have a regularly
scheduled monthly meeting, the attorneys tend to write down all
the issues, so does the client, and you can flush them all out at the
same time as opposed to having the client call you to say, “Oh, I
forgot about this and I forgot about that.”
O’BRIEN: Looking from the outside in, you can sometimes
suggest to the business team and in-house counsel various avenues, angles, and options that may not have been previously
contemplated.
MENARD: I agree that the more continuity there is in
the relationship between the decision makers and IP coun-

sel, the more potential there is for counsel to be effective as a business advisor. It is critical for both the
client and counsel to foster a collaborative relationship where counsel learns about the client’s business
and the client learns about what is possible with IP. IP counsel can really help if they are privy to some
of the business meetings, meet the engineers, get some time with the leadership, and know the client’s
competitive environment.
CUNNINGHAM: It is also a little more fun for us to be more involved in the business.
MENARD: Absolutely.
CUNNINGHAM: But if the client just wants to outsource some of the work, we will take it.
MODERATOR: Are you seeing any changes in IP practice that are particular to the New England
region?
MORIARTY: You are going to see more patent litigation in New England than in the past. Lots of
companies used to run to Texas to sue because the Eastern District of Texas was considered a bonanza for
plaintiffs.Well, the Texas courts have gotten backlogged, the defendants are doing better than the plaintiffs
ever imagined, and, more importantly, the Federal Circuit has changed the standard for venue.There’s been
a dramatic drop-off in the last six months in the number of cases filed in Texas, and a large increase in the
number of cases filed on the East Coast, Delaware in particular.
O’BRIEN: The early benefit of the Eastern District of Texas was that no juror there had ever invalidated a patent, and the jury verdicts always seemed to favor the patentee and were for large amounts of
money. It remains to be seen whether future patent litigation will be concentrated in one state.
MODERATOR: Massachusetts is encouraging people to file patent cases there by changing the
local rules.
MORIARTY: I was on the committee to draft the rules in Massachusetts.The idea was to make the
courts more appealing for plaintiffs by paying more attention to cases early on and resolving them more
quickly. I have a significant patent litigation in Boston applying the new rules in which the court has set
the trial date for about one year from the filing of the complaint. This is very fast and it is a timeline that
is attractive for plaintiffs.
CUNNINGHAM: States are trying to implement rules to attract these cases because of the revenue
they generate.
MODERATOR: The Supreme Court has been taking more patent cases recently. Why?
O’BRIEN: The trend seems to be to make it more difficult to get patents and to maintain the
enforceability of patents.
MORIARTY: Patent cases used to be decided by regional circuit courts, so you would get a different
result in, say, Oklahoma than in Michigan. In 1982 Congress formed the Federal Circuit to make patent
law more uniform. But perhaps the Federal Circuit is viewed by the Supreme Court as being too rigid on
certain legal standards, such as the obviousness test. I think Bilski will be in the nature of a correction of
perceived excesses by the Federal Circuit.
COTTER: There is also a focus on trademarks and copyrights. Regarding patents, the Federal Circuit
has something to do with their importance, as does the rise of the technology-based economy. Over time
companies and their lawyers have gotten more sophisticated about what to petition courts and Congress
about, what to petition the Patent Office about, and what to petition the press about. I am not saying
this influences the Supreme Court or the Federal Circuit, but it does lead to more pressure to change the
law. This is often an effort to limit the use of intellectual property in some way – by limiting the scope of
damages, for example.
CUNNINGHAM: Patent cases have gotten quite a lot of visibility lately. There have been many
big-damages patent cases. Also, when BlackBerries were going to be shut down in the U.S. as a result of a
patent infringement lawsuit, patents received a lot of attention.

MENARD: Innovation and technology are prominent themes right now, not only in this country,
but also in the world generally.
MORIARTY: Essentially, a patent is now a mainstream business tool, which is why the Supreme
Court is responsive to requests to hear patent cases. The Supreme Court should address these issues with
more regularity than it has in the past.
COTTER: Ten years ago banks weren’t sued for patent infringement very often, and they weren’t
getting as many patents. Now banks, retailers, insurance companies, and financial service providers have to
think about patents both defensively and offensively.
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MENARD: Sometimes too much emphasis is placed on patents, particularly by technology companies.There is the potential that a client may miss out on opportunities to add value to its enterprise in the
form of brand development, for example.
COTTER: Similar things can be said for design patents or copyrights.
MORIARTY: You have to disclose the first five pages and last five pages of your source code if it’s
more than 10 pages, so if you have 100 pages, you do not have to give them much. The other problem
with copyrights is that clients don’t keep good records of the software they had when they invented the
product. If copyright is going to be an important tool, people have to do this.
MODERATOR: The PTO has a new commissioner, David Kappos, who was patent counsel at
IBM.
CUNNINGHAM: With the commissioner coming from IBM, the good news is that he understands
the needs of the patent bar and patentees for an efficient system and a trained examiner corps.
MODERATOR: Do they have the money to make major changes?
COTTER: They are taking in less revenue because people are filing less, abandoning cases, not seeking to pay the extension fees. This is going to create its own set of problems.
MENARD: We are also going to see some rule changes at the Patent Office, the general thrust of
which is to shift work away from the examiner and onto the applicant.You can see this as a bad thing, but
also, hopefully, as an opportunity to prepare better, more focused patents with more patentable claims. Patent prosecution may end up taking less time and result in a stronger patent in the long run.This reinforces
the need for patent counsel to have the information they need up front, know the business, know the
competitive environment, and do a really focused job as early on in the process as they can.
CUNNINGHAM: If this shift of workload to applicants is, in fact, going to happen, it will just
increase the cost of prosecution and place a greater burden on us as opposed to the Patent Office.
O’BRIEN: But would it allow the cases to get through faster if you’re doing the work up front?
CUNNINGHAM: Not necessarily. If anything, the Patent Office will most likely reduce the examiner corps.
MENARD: We will give them more information about the prior art, but
they won’t have any more time to look at it, or necessarily any more experience in reviewing applicant submissions.
MORIARTY: There could be a boomerang effect, because people
will not view the presumption of validity with as much confidence
because they — particularly the defendants — think, “You got this
patent because the examiner didn’t know what they were
doing. This patent is obvious; let’s litigate.” If the Patent
Office isn’t doing a great job, people have less confidence in patents, which creates more uncertainty, and
more uncertainty creates more litigation.

panElist Bios

John Cotter concentrates his practice in patent and complex intellectual property trials and appeals. He has tried patent cases, argued Markman hearings, and handled appeals throughout the U.S., and litigated U.S. and overseas arbitrations and court cases. His patent cases have involved technologies including HIV drugs; polymers; electronic and optical switching technology; wireless and mobile
communications; medical devices and instruments; food products; software for databases, security, manufacturing and digital music
systems; surgical devices; and flat panel displays.   He regularly advises clients on Hatch-Waxman related patent litigation, including
ANDA infringement suits and exemptions from infringement for FDA-related activities, and counsels clients on international patent
litigation strategies. He has tried trademark and copyright cases for major brands and software companies, represented artists and musicians in their efforts to ensure the right to perform in public spaces, and handled the leading case on internet trespass.
K&L Gates LLP comprises 1,800 lawyers who practice in 33 offices located on three continents. K&L Gates represents capital
markets participants and leading global corporations, growth and middle-market companies, and entrepreneurs in every major industry group as well as public sector entities, educational institutions and philanthropic organizations. Our practice is robustly a full
market practice — at once regional, national and international in scope — and it is cutting edge, complex, and dynamic.
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 8IFUIFSBUSBOTBDUJPOTIPVMECFTUSVD
UVSFE BT BO JOTUBMMNFOU TBMFT DPOUSBDU
XJUI B TFDVSJUZ JOUFSFTU JO UIF HPPET
TPME

"DPNNPONJTUBLF
NBEFCZUIPTFXIP
FYUFOEDSFEJUJTUP
CFMJFWFUIBUUIFTJ[F
PGUIFJSFYQPTVSFUP
BOBDDPVOUEFCUPSJT
MJNJUFEUPUIFVOQBJE
SFDFJWBCMFTBUUIF
UJNFUIFEFCUPSmMFT
GPSCBOLSVQUDZMBX
QSPUFDUJPO
 8IFUIFSBUSBOTBDUJPOTIPVMECFTUSVD
UVSFEBTBDPOTJHONFOUPGHPPET
 8IFUIFS UIF DSFEJU QPMJDZ IBT CFFO
EFTJHOFE BOE JT CFJOH JNQMFNFOUFE
UP NBYJNJ[F UIF QSPCBCJMJUZ UIBU QBZ
NFOUTXJMMCFNBEFJOBDDPSEBODFXJUI
UIFUFSNTPGUIFDSFEJUBOEUIFPSEJOBSZ
DPVSTF
 8IFUIFSUIFCVTJOFTTJTQSPQFSMZUSBDL
JOH QBZNFOUT BOE EFMJWFSJFT UP NBYJ
NJ[FQSPUFDUJPOGPSQBZNFOUTNBEFGPS
OFXDPOTJEFSBUJPO
*OUIFDBTFPGTFSWJDFTCFJOHTPME XFSFD
PNNFOEUIBUDMJFOUTFWBMVBUFUIFTUSVDUVSF
PGUIFBHSFFNFOU1VSTVBOUUP4FDUJPOPG
UIF#BOLSVQUDZ$PEF BEFCUPSNBZFMFDUUP
.ZMFT"MEFSNBOQSBDUJDFTJO)BSUGPSE
BOESFQSFTFOUTDSFEJUPST EFCUPSTBOEPUIFS
QBSUJFTJOJOUFSFTUCFGPSFUIFCBOLSVQUDZ
DPVSUTJO$POOFDUJDVUBOEUIF4PVUIFSO
%JTUSJDUPG/FX:PSL
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Marina F. Cunningham is a partner with McCormick, Paulding & Huber in Hartford. She holds a B.S.M.E. from Columbia University, an M.S. from MIT and a J.D. from the University of Connecticut School of Law. Ms. Cunningham worked as design supervisor
for AT&T Bell Laboratories and IP attorney for United Technologies Corporation. She is the chair of the board of directors for the MIT
Enterprise Forum® of Connecticut, co-chair of the Technology and IP Committee of the Hartford County Bar Association, and advisory
board member for the UConn School of Law IP Clinic. Ms. Cunningham has experience in domestic and foreign patent issues, trademarks, transactional matters and litigation. She is fluent in Russian and Ukrainian. Contact her at cunningham@ip-lawyers.com.
McCormick, Paulding & Huber LLP is an established firm with over 100 years of experience in handling patent, trademark,
copyright, e-commerce, litigation and other intellectual property matters. The firm is comprised exclusively of intellectual property attorneys and specialists having a wide range of technical and scientific backgrounds. With over 20 attorneys, the firm has a great depth
and variety of skills to address any exigency clients may encounter. The firm represents entrepreneurial start-ups and multinational
conglomerates, and offers a full range of services throughout the U.S. and around the world. Locations in Hartford and Springfield allow
the firm to offer competitive rates for its legal services. For more information, visit www.ip-lawyers.com.
Thomas Menard is a partner in the firm of Alix, Yale & Ristas, LLP, which offers a full spectrum of intellectual property
legal services. Tom is entering his tenth year of practice focused on intellectual property counseling including IP portfolio management, preparation and prosecution of patents, IP enforcement and transactions. Tom’s clients include manufacturing and
engineering firms, as well as e-commerce businesses. Tom believes that understanding your competitive environment is critical
to developing an IP strategy to enhance and protect your market presence. He develops close, long-term client relationships,
where counsel is a resource for the management team.
Alix, Yale & Ristas, LLP is an intellectual property law firm serving startups, multinational and domestic corporations,
universities, privately held companies, individual inventors, artists, authors and entrepreneurs. While our practice is rooted in
New England’s long history of innovation, we understand the impact of e-commerce on your business. A firm partner is directly
involved with every client. Our clients receive quality service at more attractive rates than are typically available from firms in
larger cities. Our goal is lasting relationships where experience with your business enhances the value of our advice on patent,
trademark, copyright, cyberlaw, and related legal issues.
Brian Moriarty’s practice focuses on IP litigation, opinions, licensing, patent prosecution, and related counseling. He is
one of only a handful of registered patent attorneys in the U.S. who also has served as an Assistant U.S. Attorney. A seasoned
trial attorney, Brian has experience as lead trial counsel in varied patent and IP cases. He recently served as lead counsel for the
pharmaceutical patent trials concerning Prilosec® and Zofran® and was involved in the successful effort to invalidate patents covering Prozac®. Brian has also served as lead trial counsel in a case concerning the use of a laser for medical treatment and a case
concerning licensing of a photo-optics patent. Brian’s experience also includes matters involving RFID, immunology, medical
devices, business methodologies, mechanical systems, and computer software.
Hamilton, Brook, Smith & Reynolds, P.C. is among New England’s largest firms devoted to the practice of intellectual
property (IP) law. The firm specializes in patents, IP litigation, trademarks, licensing, due diligence, IP counseling, copyrights
and opinions. The firm’s legal staff combines legal, scientific, and technical expertise to serve clients in the areas of biotechnology,
chemistry, clean energy, computer hardware and software, medical devices, pharmaceuticals, physics, optics, nanotechnology,
telecommunications, electrical, chemical, and mechanical engineering.
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Charles O’Brien is a partner at Cantor Colburn and is a member of the IP Transactional Group where he has a diverse domestic and international transactional practice that includes the preparation and negotiation of license agreements, joint development agreements, supply agreements and the like for clients in many technology areas. His practice also focuses on counseling his
clients on due diligence and product clearance related matters, which includes the preparation of non-infringement and invalidity
opinions, as well as commencing patent re-examination proceedings. Charlie is also a member of the Litigation Group where he
litigates intellectual property related infringement actions and contractual disputes.
Cantor Colburn LLP is a nationally ranked intellectual property law firm handling all aspects of intellectual property. We
provide clients with the counsel, representation and services that allow them to enjoy the full value of their intellectual property
assets. Our attorneys and patent professionals have extensive expertise in wide-ranging scientific disciplines and technologies,
and deliver counsel and legal representation that is focused, pragmatic and mindful of business objectives. Our clients are among
the world’s leading companies, including Fortune 100 companies, privately held companies, select high-tech start ups and universities. Cantor Colburn’s offices are in Hartford, Washington, D.C., Atlanta, and Detroit.

